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I.  INTRODUCTION 
 
“Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor...”2 The inventor of a patented invention is the person who has conceived the invention.3  
From the language of §101 alone, the task of determining a patent’s inventorship might appear 
simple.  However, it is “one of the most difficult issues in American patent law”4 and, indeed, 
has been called “one of the muddiest concepts in the muddy metaphysics of the patent law.”5   
 
Determining inventorship entails confronting the more colorful end of the emotional spectrum – 
pride, envy, ambition, financial desire, political sensitivities and even magnanimity. Rarely are 
these more “human” mental states encountered to such a degree in other realms of patent law 
such as determining novelty, nonobviousness, enablement or claim scope. 
 
The consequences of improper inventorship determination can be severe, and may include 
invalidity and unenforceability of the patent in question.  It is therefore important that the patent 
attorney be mindful of these consequences, and take appropriate caution from the outset when 
determining inventorship. 
 
Toward that end, we outline below the legal standards of inventorship and its judicial review and 
correction.  We also provide practice tips for properly determining inventorship, with an 
emphasis on doing so at the earliest possible stage.     
 
 

                     
1 Alan J. Morrison is a partner, and Deepro R. Mukerjee is an associate, at the New York firm of Cooper & 
Dunham LLP.  This article solely reflects the views and considerations of the authors, which should not be 
attributed to Cooper & Dunham or to any of its clients.  © 2002.   
 
2 35 U.S.C. §101.  
 
3 C.R. Bard, Inc. v. M3 Systems, Inc., 157 F.3d 1340, 1352 (Fed. Cir. 1998) citing Collar Co. v. Van Dusen, 90 
U.S. (23 Wall.) 530, 563-64, 23 L.Ed. 128 (1874).   
 
4 Jamesbury Corp. v. United States, 518 F.2d 1384, 1396, 183 USPQ 484, 489 (Ct. Cl. 1975).   
 
5 Mueller Brass Co. v. Reading Indus., 352 F. Supp. 1357, 1372, 176 USPQ 361, 372 (E.D. Pa 1972) aff’d 487 
F.2d 1395 (3d Cir. 1973)(referring to the concept of joint inventorship).   
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II. THE LEGAL STANDARD OF INVENTORSHIP 
 
   A. Conception 
 
An “inventor, in patent law, is the person or persons who conceived the patented invention.”6  A 
patented invention can be conceived by a sole inventor, or conceived jointly by two or more 
inventors.  In either case, conception is the touchstone of invention.7 

 
The case of Burroughs Wellcome Co. v. Barr Laboratories Inc. articulates this standard well.  In 
Burroughs, Burroughs was the owner of six U.S. patents claiming preparations of 3’-
azidothymidine (“AZT”) and methods for using AZT to treat HIV-infected humans.  All six 
patents named the same five inventors employed at Burroughs at the time the invention was 
alleged to have been conceived.   
 
Based on preliminary data indicating a potential use for AZT in treating HIV-infected humans, 
Burroughs sent its AZT compound, under code, to the NIH for testing in humans.  By the time 
the AZT was sent to the NIH for testing, the five Burroughs inventors had already conceived of 
treating an HIV-infected human with AZT, and conceived of at least one AZT formulation for 
that purpose.   
 
Prior to the NIH tests, however, the five Burroughs inventors were unsure if AZT would work 
for its intended purpose.  The two scientists responsible for this testing at the NIH concluded that 
AZT did indeed have use in treating HIV-infected humans.  Thereafter, Burroughs began filing 
its patent applications directed to AZT.   
 
Approximately six years later, Barr Laboratories and Novopharm Ltd. filed Abbreviated New 
Drug Applications (ANDAs) with the FDA in order to obtain approval for marketing a generic 
version of AZT.  In the ANDA filings, both companies asserted that Burroughs’ patents were 
invalid for failing to list the two NIH scientists as inventors.  The Federal Circuit reiterated that 
“[c]onception is the touchstone of inventorship, the completion of the mental part of the 
invention.”8  Accordingly, the Court held that the two NIH scientists were not inventors, since 
the five Burroughs scientists already had a definite and permanent idea of the claimed invention 
in their minds, and “all that remained was to reduce it to practice – to confirm its operability and 
bring it to market.”9  
 

                     
6 Bard at 1352.   
 
7 Burroughs Wellcome Co. v. Barr Laboratories Inc., 40 F.3d 1223, 1227-28, 32 USPQ2d 1915, 1919 (Fed. Cir. 
1994). 
 
8 Id. at 1919 (citing Sewall v. Walters, 21 F.3d 411, 415, 30 USPQ2d 1356, 1359 (Fed. Cir. 1994)). 
 
9 Id. at 1921. 
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   B. Collaboration 
 
Under 35 U.S.C. §116, “[i]nventors may apply for a patent jointly even though (1) they did not 
physically work together or at the same time, (2) each did not make the same type or amount of 
contribution, or (3) each did not make a contribution to the subject matter of every claim of the 
patent.”  When an inventor is named in a nonprovisional patent application, each named inventor 
must have contributed to the subject matter of at least one claim.10  In the case of a provisional 
application, a contribution to the subject matter disclosed in the application suffices for 
inventorship.11    
 
At a minimum, some form of collaboration between named joint inventors must have occurred, 
as shown in Kimberly-Clark Corp. v. The Proctor & Gamble Distributing Co. Inc.12  This case 
involved, in part, an appeal from the District Court’s denial of a motion under §256 to add 
individuals as named inventors to a patent in suit.  The relevant facts concerning the claimed 
invention are as follows.  In 1979, two Procter & Gamble employees, Buell and Blevins, had 
conceived of inner flaps for use in disposable diapers, but never filed for a patent on that 
invention. In 1982, Enloe of Kimberly-Clark independently conceived of inner flaps for use in 
diapers, and was later granted a patent on that invention (the “Enloe patent”). Finally, in 1985, 
Proctor & Gamble employee Lawson also conceived of inner flaps, and was later granted a 
patent on that invention (the “Lawson patent”).  However, Lawson had no knowledge of the 
work by Buell and Blevins until after the Lawson patent issued. 

 
In response to Kimberly-Clark’s infringement complaint under the Enloe patent, Proctor & 
Gamble counterclaimed for infringement of the Lawson patent, and claimed that the Lawson 
patent had priority over the Enloe patent.  In that regard, Proctor & Gamble requested that the 
District Court order the naming of Buell and Blevins, along with Lawson, as co-inventors of the 
Lawson patent under §256.  The District Court denied Proctor & Gamble’s claim for priority and 
the Federal Circuit affirmed the District Court’s decision.  In reaching its conclusion, the court 
held that “joint inventorship under Section 116 requires at least some quantum of collaboration 
or connection” (emphasis added).13 
 
Fina Oil and Chemical Co. v. Ewen14 involves the scenario where two named inventors are both 
found to have contributed intellectually to an invention, but at different periods in time. 
 
                     

10 37 C.F.R. 1.45(c) states that “[i]f multiple inventors are named in a nonprovisional application, each named 
inventor must have made a contribution, individually or jointly, to the subject matter of at least one claim of the 
application and the application will be considered to be a joint application under 35 U.S.C. 116.”  
 
11 37 C.F.R. 1.45(c) also states that “If multiple inventors are named in a provisional application, each named 
inventor must have made a contribution, individually or jointly, to the subject matter disclosed in the provisional 
application and the provisional application will be considered to be a joint application under 35 U.S.C. 116.”  
 
12 23 USPQ2d 1921 (Fed. Cir. 1992).   
 
13 Id. at 1926. 
 
14 43 USPQ2d 1935 (Fed. Cir. 1997).   
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This case involved a patent directed to a metallocene catalyst, and methods of using the catalyst 
to produce a type of polypropylene.  The development of the catalyst claimed in the patent 
occurred as follows.  In 1986, Ewen produced a compound which was similar to but not the same 
as the compound used in the claimed catalyst.  Ewen then hired Razavi and charged Razavi with 
continuing the catalyst project.  Razavi eventually synthesized the compound disclosed in the 
patent.  A patent application was filed, which issued into a patent naming Ewen and Razavi as 
co-inventors.  The level of collaboration between Ewen and Razavi was a matter of dispute, and 
Ewen and Razavi each claimed that the other was not an inventor.   
 
After issuance of the patent, Fina Oil brought a declaratory judgment action under §256 
requesting a declaration that Ewen and Razavi were correctly named as inventors or, 
alternatively, requesting correction of inventorship.  Razavi intervened in the action.  On 
summary judgment, the District Court ruled that Razavi was the sole inventor of the patent.  The 
District Court held that Ewen had not made a contribution significant enough to warrant 
inventorship.   
 
The Federal Circuit disagreed, as it did not find clear and convincing evidence that Ewen was not 
an inventor.  Consequently, the Federal Circuit vacated the District Court’s ruling. 
 
   C. Explaining the State of the Art 
 
Hess v. Advanced Cardiovascular Systems, Inc.15 involved an infringement suit by Advanced 
Cardiovascular Systems (ACS) against SciMed Life Systems, Inc. under a patent16 claiming a 
catheter useful for balloon angioplasty.  The patent named Robert and Simpson as inventors.  
During the course of their work on the claimed catheter, Robert and Simpson, both physicians, 
approached Hess, an engineer, regarding their need for materials suitable for use as part of the 
catheter.  Hess recommended the use of known materials and methods, and provided them with 
samples of known materials as well. Hess was never named as a co-inventor of the patent.   
 
The issue on appeal was whether the District Court erred in holding that Hess’ contribution did 
not make him a co-inventor.  The Federal Circuit affirmed, holding that Hess’ contribution 
constituted nothing more than relaying to the true inventors that which was already in the art, and 
that thus, Hess’ contribution did not amount to conception of the invention.   
 
Stated differently, “an inventor may use the services, ideas, and aid of others in the process of 
perfecting his invention without losing his right to a patent.”17  The case of Acromed Corp. v. 
Sofamor Daneck Group Inc.18 illustrates this notion.  In Acromed, Steffee was the sole named 

                     
15 106 F.3d 976, 41 USPQ2d 1782 (Fed. Cir. 1997). 
 
16 The patent claims relevant to the inventorship issue in this case were those claims identified in the decision as 
the “reexamination claims.” 
 
17 Hess at 981 (quoting Shatterproof Glass Corp. v. Libby-Owens Ford Co., 758 F.2d 613, 624, 225 USPQ 634, 
641 (Fed. Cir. 1985) (quoting Hobbs v. United States Atomic Energy Comm’n, 451 F.2d 849, 864, 171 USPQ 
713, 724 (5th Cir. 1971))).  
 
18 59 USPQ2d 1130 (Fed. Cir. 2001).   
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inventor of the ‘290 patent. The ‘290 patent claimed an apparatus for surgical implantation onto 
a patient’s spinal column.  The apparatus comprised a plate and screws.   
 
While developing the invention that would later be claimed in the ‘290 patent, Steffee enlisted 
the help of Janson who helped Steffee design a way to prevent the plate from sliding along the 
screws and thus permit the plate to be more securely affixed to the spinal column.  Steffee 
assigned all his rights in the ‘290 patent to AcroMed, a company of which he was a co-founder.   
 
AcroMed sued Danek for infringement of the ‘290 patent.  Danek counterclaimed that 
AcroMed’s ‘290 patent was invalid for failing to name Janson as an inventor.  The Federal 
Circuit stated that “[i]nventorship is a question of who actually invented the subject matter 
claimed in the patent”19, and held that absent clear and convincing evidence to the contrary, 
Janson’s providing technical assistance to Steffee constituted the exercise of mere normal skill, 
and did not rise to the level of inventorship. 
 
 
III. JUDICIAL REVIEW AND CORRECTION OF INVENTORSHIP 
 
Under 35 U.S.C. §282, “[a] patent shall be presumed valid.”  “The inventors named in an issued 
patent are presumed to be correct.”20  Misjoinder or nonjoinder of inventors in a patent must be 
proven by clear and convincing evidence.21 Inventorship is a question of law to be reviewed on 
appeal without deference.22  
 
35 U.S.C. §256 permits the correction of inventorship in an issued patent.  Specifically, §256 
provides that “[w]henever through error a person is named in an issued patent as the inventor, or 
through error an inventor is not named in an issued patent, and such error arose without any 
deceptive intention on his part, the Director may, on application of all the parties and assignees, 
with proof of the facts and such other requirements as may be imposed, issue a certificate 
correcting such error.”   
 
An inventorship error correctable under §256 does not render a patent invalid.  A number of 
cases have involved the correction of inventorship under §256.23  An analogous provision in 35 
U.S.C. §116 permits correction of inventorship in a patent application.24 
                                                                  

 
19 Id. at 1135 (quoting Sewall at 417).  
 
20 Hess at 980 (quoting Amax Fly Ash Corp. v. United States, 514 F.2d 1041, 1047, 185 USPQ 437 (Ct. Cl. 
1975)).   
 
21 Id. at 980 (quoting Garrett Corp. v. United States, 190 Ct. Cl. 858, 422 F.2d 874, 880, 164 USPQ 521, 526 
(Ct. Cl.), cert. denied, 400 U.S. 951, 27 L.Ed.2d 257, 91 S. Ct. 242 (1970)).  
 
22 See Sewall at 415.  
 
23 See, e.g., Bard at 1353; Stark v. Advanced Magnetics, Inc., 119 F.3d 1551, 1556, 43 USPQ2d 1321, 1325 
(Fed. Cir. 1997); and Windbond Electronics Corp. v. ITC, 262 F.3d 1363, 1372, 60 USPQ2d 1029, 1034 (Fed. 
Cir. 2001), opinion corrected, 2001 U.S. App. Lexis 25113 at *25.   
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Despite the provisions of §256 permitting the correction of inventorship under certain 
circumstances, a claim of incorrect inventorship, if not timely made, can be barred by equitable 
estoppel, as shown in MCV Inc. v. King-Seeley Thermos Co.25    
 
In that case, MCV, a marketing company, entered into a marketing contract with Halsey Taylor 
Co.  In 1981, Simon of MCV suggested to Halsey Taylor’s CEO that Halsey Taylor manufacture 
a drainless water cooler, and suggested that he, Simon, be a named inventor.  Halsey Taylor’s 
response to Simon’s request to be an inventor was that Halsey Taylor had a policy of only 
allowing its own employees to be named inventors.  A patent application on the drainless water 
cooler was filed in 1983 and, with Simon’s acquiescence, named only Halsey Taylor employees 
as inventors.  A patent issued from the application in 1986.   
 
MCV sued Halsey Taylor, in relevant part, for determination of inventorship and correction of 
inventorship under §256, based on Simon’s assertion that he should have been named as a co-
inventor.  The District Court granted Halsey Taylor’s motion for summary judgment, holding 
that Simon was equitably estopped from asserting inventorship.  The Federal Circuit affirmed.   
 
The Federal Circuit noted that Simon knowingly left his name off the application, and Halsey 
Taylor relied on its own interpretation of inventorship, whether or not correct, and Simon’s 
silence when it prosecuted the patent application.  The Court then held that “where Simon knew 
Halsey Taylor was seeking a patent, and knew what was being claimed, it was incumbent upon 
him timely, explicitly and tenaciously to appraise Halsey Taylor of his purported inventorship so 
it could be maturely considered.”26    
 
 
IV. CONSEQUENCES OF IMPROPER INVENTORSHIP DETERMINATION 
 
   A. Invalidity 
 
In the event of inventor misjoinder in a patent, i.e., the naming of a non-inventor as an inventor, 
§256 permits the correction of the patent to remove the misjoined inventor.27  In the event of 
nonjoinder, where an inventor is omitted from a patent, §256 permits the correction of the patent 
to add the omitted inventor provided that the omitted inventor is free of deceptive intent.28  If an 

                                                                  
24 35 U.S.C. §116 provides that “[w]henever through error a person is named in an application for patent as the 
inventor, or through an error an inventor is not named in an application, and such error arose without any 
deceptive intention on his part, the Director may permit the application to be amended accordingly, under such 
terms as he prescribes.” 
 
25 10 USPQ2d 1287 (Fed. Cir. 1989). 
 
26 Id. at 1292.  
 
27 See, e.g., Stark at 1325.  
 
28 Id.  
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omitted inventor is not free of deceptive intent, correction of the patent under §256 is not 
possible, and the patent can be held invalid.29    
 
   B. Unenforceability  
 
Inequitable conduct committed during the prosecution of a patent application serves as a basis 
for a court’s holding the resulting patent unenforceable.30  Inequitable conduct committed in 
connection with naming inventors during patent prosecution is no exception to this rule. 
 
In PerSeptive Biosystems Inc. v. Pharmacia Biotech Inc.31, PerSeptive sued Pharmacia for 
infringement of three patents derived from a single application concerned with a type of high-
speed chromatography.  In response, Pharmacia claimed that the patents were invalid for failure 
to name the correct inventors, and unenforceable due to inequitable conduct of the named 
inventors.  At the end of a long and complex litigation, the District Court granted PerSeptive’s 
motion to correct inventorship under §256 despite PerSeptive’s false statements and 
misrepresentations to the Patent Office.  Pharmacia appealed.   
 
The Federal Circuit agreed with the District Court’s finding that the named inventors 
intentionally made material misrepresentations to the PTO regarding inventorship.  PerSeptive 
argued that the claims were narrowed during prosecution, thereby curing any inventorship 
problems.  However, the Federal Circuit affirmed the District Court’s finding of inequitable 
conduct, stating that “the materiality of the intentional false statements may be independent of 
the claims of the patent... The issue is not inventorship per se, but misinformation about 
inventorship.”32  
 
   C. Change in Commercial Position 
 
Aside from the problems that result from a holding of invalidity or unenforceability, a change of 
a patent’s inventorship under §256 can also alter the patentee’s commercial position. This is 
particularly true where correction of a patent’s inventorship involves adding a nonjoined inventor 
who has no licensing or assignment obligation to the patent’s present owner, because the added 
inventor is then free, for example, to license his rights in the patent to a third party such as an 
accused infringer. 33 
                     

29 35 U.S.C. §102(f) serves as a basis for holding a patent invalid in such cases.  This section provides that “[a] 
person shall be entitled to a patent unless … he did not invent the subject matter to be patented.”     
 
30 Minnesota Min. & Mfg. Co. v. Johnson & Johnson Orthopaedics, Inc., 976 F.2d 1559, 24 USPQ2d 1321 (Fed. 
Cir. 1992).     
  
31 225 F.3d 1315, 56 USPQ2d 1001 (Fed. Cir. 2000).     
  
32 Id. at 1006.    
  
33 See, e.g., 35 U.S.C. §262, which provides that “[i]n the absence of any agreement to the contrary, each of the 
joint owners of a patent may make, use, offer to sell, or sell the patented invention within the United States, or 
import the patented invention into the United States without the consent of and without accounting to the other 
owners.”    
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An example of this scenario is found in Ethicon, Inc. v. United States Surgical Corp.34  In this 
case, Yoon and his exclusive licensee Ethicon brought an action against U.S. Surgical for 
infringement of a patent directed to a trocar used in endoscopic surgery.  Choi, believing himself 
to be an omitted inventor, licensed his rights in the patent to U.S. Surgical.  Choi then intervened 
as an omitted inventor, and U.S. Surgical moved to correct the inventorship of the patent by 
adding Choi.  The District Court, having found sufficient corroborating evidence that Choi was a 
co-inventor, granted the motion to correct inventorship, and then dismissed the action.   
 
The Federal Circuit stated that “[a]n action for infringement must join as plaintiffs all co-
inventors”35, and affirmed the District Court’s dismissal, holding, in part, that “[b]ecause Choi 
did not consent to an infringement suit against U.S. Surgical ... Ethicon’s complaint lacks the 
participation of a co-owner of the patent.”36     
 
   D. Liability under State Law Claims 
 
Chou v. University of Chicago37 demonstrates the degree to which the alleged omission of an 
inventor can subject a patent’s named inventors and owners to claims under state law.  In this 
case, Chou was a former graduate student and post-doctoral research scientist for Roizman at the 
University of Chicago, where she conducted research on herpes simplex virus.  Roizman was 
listed as the sole inventor on the ‘688 patent, and a co-inventor on certain other U.S. patents and 
foreign applications. These patents and applications related to work done by Chou, although 
Chou was not named as an inventor on any of them.  In addition, Roizman never made her aware 
of the ‘688 patent’s existence, despite Chou’s telling him that such work should be patented.  
The patents and applications were ultimately assigned to ARCH, a wholly owned subsidiary of 
the University, and licensed to third parties, thereby generating revenue for Roizman.   
 
After Roizman asked Chou to resign from his laboratory, Chou sued Roizman, the University of 
Chicago/ARCH and the licensee for correction of inventorship under §256, and also “asserted 
claims of fraudulent concealment, breach of fiduciary duty, unjust enrichment, breach of express 
and implied contract, and academic theft and fraud” under Illinois law.38  The District Court 
dismissed most of Chou’s state law claims, and Chou appealed.   
 
The Federal Circuit reversed the District Court’s “determination that Chou failed to state claims 
for fraudulent concealment, breach of fiduciary duty, unjust enrichment, breach of express and 

                     
34 135 F.3d 1456 (Fed. Cir. 1998).     
  
35 Id. at 1467 (citing Waterman v. Mackenzie, 138 U.S. 252, 255, 11 S. Ct. 334, 335, 34 L.Ed 923 (1891)).     
  
36 Id. at 1468.     
  
37 254 F.3d 1347, 59 USPQ2d 1257 (Fed. Cir. 2001).     
  
38 Id. at 1354.     
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implied contract against Roizman”, and directed the District Court to reinstate those claims 
against the University/ARCH as well.39  
 
 
V.  PRACTICE TIPS FOR DETERMINING INVENTORSHIP 
 
The old saying that an ounce of prevention is worth a pound of cure applies perfectly to 
determining inventorship.  Correcting inventorship under §256 in the course of litigation can 
consume years and cost millions of dollars on the part of a patentee, to say nothing of the 
business consequences of a court’s adverse inventorship ruling.  In sharp contrast, properly 
determining inventorship prior to filing a patent application usually consumes only hours, if not 
minutes, of time at a small financial cost.  Moreover, at this early stage, the attorney and client, 
working together, can usually identify and address many inventorship issues which would 
otherwise remain undetected until after an infringement suit has begun.  
 
With this in mind, we offer practice tips below for determining inventorship prior to filing a 
patent application.  These practice tips focus on gathering factual information, based on which 
the attorney can determine inventorship according to the legal standards discussed above.  We 
also suggest general preemptive steps that can be taken before the need to determine inventorship 
ever arises.    
 
   A. Information Gathering 
 
      Speak to the right people 
 
In gathering facts relevant to inventorship, it is vital that the attorney speak with one or more 
people personally familiar with the work and with the individuals connected with the invention.  
Usually, the principal investigator of a laboratory will be one such person, but not always, and by 
no means exclusively.  To the extent feasible, the attorney should speak to all people involved in 
developing the invention, particularly where there is uncertainty or disagreement regarding 
individuals’ contributions.  After first speaking to potential inventors individually, group 
discussions among potential inventors can be particularly helpful when factual discrepancies 
arise. 
 
      Elicit facts, not legal conclusions   
 
Inventorship is a legal concept, and its determination is thus one for an attorney to make.  Given 
the emotionally charged and sensitive nature of inventorship, the attorney should take care to 
phrase questions in order to elicit facts from a potential inventor, instead of his own thoughts 
about who the inventors should be.  For example, the question “What role did you play in 
developing the compound of claim 1?” might elicit a very different and more useful answer than 
the question “Did you make an inventive contribution to developing the compound of claim 1?”  

                     
39 Id. at 1366.     
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Also helpful when speaking to each person is to ask questions about what, to that person’s 
knowledge, each of the other people did in connection with the invention.    
 
      Assume that each person has an inventorship “agenda”  
 
Determining inventorship is necessarily an exercise in dealing with human nature, be it pride, 
envy, financial desire, a sense of “fairness”, or a fading memory.  Complicating things further is 
the fact that scientists as a group inhabit a professional world where “contribution” to an 
endeavor, as reflected in journal authorship, is defined far more broadly than is “conception” in 
patent law.  Indeed, “contribution” in the scientific world can include contributions of physical 
labor and resources such as research tools and laboratory space, in addition to intellectual 
contribution to an invention.  Patent law’s comparatively rigorous requirement for conception as 
a prerequisite for invention often strikes non-attorneys as harsh or unfair, particularly in 
situations where one has labored for years on a project without actually contributing to it 
intellectually.  
 
Given these difficulties, it is not surprising that clients, and especially researchers employed by 
clients, often develop their own agendas for who should or should not be named as an inventor 
on a patent.  These agendas can be formed consciously or subconsciously – usually out of a sense 
of fairness, and sometimes for other, less altruistic reasons such as financial or professional gain.   
 
For example, consider a laboratory head who is presented with claims to a novel composition 
conceived jointly by a post-doctoral fellow and a technician in his laboratory and a colleague at 
another institution.  Despite these facts, the laboratory head might, for example, have an agenda 
that (i) includes himself as an inventor because he heads the laboratory; (ii) includes the post-
doctoral fellow as an inventor because she contributed intellectually to developing the 
composition; (iii) includes a graduate student in his laboratory as an inventor because he devoted 
two years of physical effort toward developing the composition and having a patent would help 
his career; (iv) excludes the technician as an inventor for reasons of hierarchy; and (v) excludes 
the colleague as an inventor because he is affiliated with a different institution and because of a 
personal grievance.    
 
While many non-attorneys are aware that the legal standard for inventorship differs from that of 
scientific authorship, many others are not.  For this reason, it is prudent for the attorney to 
assume that every individual has his or her own agenda for who the inventors should be, and 
proceed accordingly. 
 
In practice, making this assumption simply means being alert to signs of an agenda.  The 
following statements exemplify some of the many possible types of agenda-revealing signs: “He 
simply has to be an inventor.”; “We can’t leave him off – he’s the head of the laboratory (or 
department).”; This project is his baby – he has to be included.”; “She’s not here anymore, so 
don’t worry about naming her as an inventor.”; “He’s only a technician.”; “I shouldn’t be 
included since I just helped guide her through some of the experimental design – I didn’t do any 
of the real work.”; and “We should really include some of the people from Dr. Smith’s group 
since they always seem to get left off of everybody’s patents.”               
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      Beware of making assumptions  
 
Just as the attorney should be wary of other people’s inventorship agendas, he should also avoid 
making assumptions based on a presumed “likelihood” that someone is or is not an inventor.  For 
example, the attorney should ask a laboratory head what his contributions were to a claimed 
invention, instead of assuming that because of his stature, there was an intellectual contribution 
on his part.  Likewise, the attorney should inquire as to the specific role of a laboratory 
technician, instead of assuming that the technician could only have served as a “pair of hands.”  
 
      Identify all potential inventors as early as possible   
 
As early as possible, the attorney should identify all individuals involved with the invention if 
defined or, if not defined, the scientific discovery.  These individuals should be identified by 
name, position, affiliation and nature of contribution.  Included on any such list for a given 
patent application should be all individuals listed on the invention disclosure report and listed as 
authors on any scientific publication serving as the basis for the application.  Once claims are 
drafted, having this list of potential inventors can only facilitate the process of determining 
inventorship based on the claims.  In addition, in the event potential inventors are identified who 
have affiliations with different institutions, and hence have different assignment obligations, 
more time will likely be available for the different institutions to communicate on this matter 
prior to filing an application.40        
 
      Maintain a detailed record of inventorship determination  
 
As inventorship is determined prior to filing an application, or re-determined later on for 
whatever reason, the attorney should record the names of all individuals under consideration, 
those who were deemed inventors and those not deemed to be inventors, and the reasons for the 
inventorship determination.  Other information, such as dates of conception and relevant 
interactions between inventors, should also be retained.  In the event that a named inventor 
contributed to fewer than all the claims, that fact should be clearly noted so that appropriate 
change of inventorship can be made upon cancellation of all claims to which that inventor 
contributed. 
 
   B. Preemptive Steps       
 
      Educate clients about inventorship   
 
The determination of inventorship with regard to a patent application usually proceeds more 
smoothly if the client (including researchers employed by the client) has already been made 
aware of the legal standards of inventorship, the differences between inventorship standards and 
authorship standards, and the consequences of improper inventorship determination.  Ideally, the 

                     
40 See, e.g., M.P.E.P. §706.02(m), addressing “the obligation under 37 CFR 1.56 to point out the inventor and 
invention dates of each claim that was not commonly owned at the time a later invention was made in order for 
the examiner to consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior art 
under 35 U.S.C. 103(a).” 
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attorney should explain these concepts to the client well before the need to determine 
inventorship of a particular application ever arises.  It is important to note, however, that if these 
concepts are explained to a potential inventor immediately prior to a discussion about the 
inventorship of a specific application, the discussion may on occasion become more difficult due 
to the potential inventor’s tendency to provide factual answers that “fit” the standards of 
inventorship according to his particular agenda.       
 
      Counsel clients regarding relevant practices and documents  
 
The attorney should counsel the client regarding conduct that might frustrate efforts to properly 
determine inventorship.  Examples of such practices include client “policies” intended either to 
include or exclude inventors based on criteria other than the patent law.41  Likewise, documents 
such as invention disclosure statements should be reviewed for language which might frustrate 
proper inventorship determination.  One example of unhelpful language is the use of the word 
“inventor” (instead of “contributing individual” or other appropriate term) to identify each 
individual who signs an invention disclosure statement prior to the existence of claims defining 
the invention. 
 
      Encourage communication between researchers, where appropriate  
 
Problems can arise as a result of failure by a named inventor on an application to communicate 
with others – especially those at his own institution – who are somehow connected with the 
subject matter of the claimed invention and to whom an obligation of communication is owed.  
Such problems can include nonjoinder of inventors who might otherwise have been made known 
to the attorney, misjoinder of inventors who might otherwise have been known by the attorney 
not to have contributed intellectually to the invention, and personal and professional harm to 
those kept ignorant of efforts to patent.  The case of Chou v. University of Chicago, discussed 
above, provides a dramatic example of the many problems that can result when those having an 
obligation to inform others of ongoing patenting efforts fail to do so.  In short, few problems are 
ever solved by not communicating, and inventorship-related problems are no exception.      
       
 
VI.  CONCLUSION 
 
The task of determining inventorship remains fraught with difficulty.  What is more, reasonable 
minds will usually differ over the correctness of any determination made.  Fortunately, however, 
the attorney who makes timely and rigorous inventorship determinations faithful to the standards 
discussed above will help ensure that the resulting patents are free of inventorship problems. 

 

                     
41 See, e.g., MCV at 1288 (Patentee Halsey Taylor had a policy which precluded non-employees from being 
named as inventors on patent applications).     
 

  


