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Today’s	Questions	

§  What	is	an	“inven,on”,	and	how	does	a	patent	
define	and	protect	it?	

§  What	is	“inventorship”,	and	what	is	not?	
§  What	happens	when	we	get	inventorship	wrong?	
§  The	CRISPR-Cas9	dispute	–	What’s	going	on?	



What	is	an	Invention?	

§  Product	of	human	effort	
§  Includes	–	composi,ons,	methods,	machines,	and	
ar,cles	of	manufacture	

§  Does	not	include	–	discoveries,	abstract	ideas	or	
natural	phenomena	



What	is	a	Patent?	
	
§  “Nega,ve	right”	–	to	stop	another	from	making,	
using,	selling,	offering	to	sell,	or	impor,ng	an	
inven,on			

§  “Stop	sign”,	and	not	a	“green	light”	to	prac,ce	
one’s	own	inven,on	



What	is	a	Patent	Claim?	

§  Business	end	of	a	patent		
§  Single-sentence	descrip,on	of	an	inven,on		
§  At	least	one	claim	in	a	patent,	typically	many	
§  Sets	forth	metes	and	bounds	of	what’s	“covered”			
	
Example	–	A	method	of	trea,ng	a	subject	afflicted	
with	pancrea,c	cancer	comprising	intravenously	
administering	to	the	subject	10mg/kg	of	drug	X	
once	per	week	for	two	months.	
	



What	is	Inventorship?	

§  Inventorship	requires	concep,on	of	the	claimed	
inven,on	
ú  comple,on	of	the	mental	part	of	the	inven,on	
ú  definite	and	permanent	idea	of	the	complete	
and	opera,ve	inven,on		

ú  need	not	know	that	an	inven,on	will	work	



What	is	Inventorship?	

§  Inventorship	can	be	sole	
§  Inventorship	can	also	be	joint	if	there’s	
collabora,on	

§  An	inventor	is	anyone	who	intellectually	
contributes	to	the	inven,on	encompassed	by					
at	least	one	claim		



Conception	
	
Burroughs	Wellcome	Co.	v.	Barr	Laboratories		
	
§  Burroughs	scien,sts		

ú  Tested	AZT	in	animals	
ú  Based	on	animal	results,	Burroughs	prepared	a	
patent	applica,on	claiming	a	method	of	
trea,ng	AIDS	in	humans	using	AZT	

ú  Sent	AZT	samples,	under	code,	to	NIH	for	HIV	
tes,ng	to	see	if	AZT	would	work	in	humans	

	



Conception	
	
Burroughs	Wellcome	Co.	v.	Barr	Laboratories		
	
§  NIH	scien,sts	tested	the	AZT	(under	code)	on	HIV	
and	demonstrated	that	it	would	work	in	humans	

§  Burroughs	then	filed	the	patent	applica,on	
§  The	NIH	scien,sts	were	not	co-inventors,	since	
they	never	conceived	of	the	method	of	trea,ng	
AIDS	in	humans	using	AZT		

		



What	acts	do	not	amount	to	concep,on?	



Authorship	

Inventorship	is	not	“authorship”	
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Setting	a	“Goal”		
Providing	a	“goal”	to	be	achieved	without	specific	
direc,on	is	not	concep,on		
		
		



Setting	a	“Goal”		
Example	–			
§  Lab	head	instructs	post-doc	to	“find	a	way	to	
increase	CD4+	cell	levels	in	HIV-infected	subjects”	

§  Lab	head	provides	no	guidance	
§  Post-doc	later	invents	and	patents	method	of	
increasing	CD4+	cell	levels	in	HIV-infected	
subjects	by	administering	compound	X	

§  Lab	head	is	not	a	co-inventor		
		



Performing	“Work”	

Carrying	out	laboratory	work,	without	more,	does	
not	cons,tute	concep,on			
	



Performing	“Work”	
	
Example	–		
	
§  Lab	head	directed	an	assistant	to	test	
prostaglandin	effects	on	a	par,cular	animal	
model	for	glaucoma		

§  the	animal	experiments	were	already	designed	
by	the	lab	head	

§  the	assistant’s	efforts	cons,tuted	rou,ne	work	

	
	



Performing	“Work”	
	
§  Lab	head	later	filed	a	patent	applica,on	claiming	
a	method	for	trea,ng	glaucoma	in	humans	using	
prostaglandins	

§  Laboratory	assistant	was	not	a	co-inventor	
		



Teaching	What	Is	Known	

Explaining	the	state	of	the	art	to	an	inventor	–	
before	or	a`er	an	inven,on	occurs	–	is	not	
concep,on	
		



Teaching	What	Is	Known	
	
Example	–		
	

§  Junior	Scien,st	quizzes	Nobel	Laureate	in	the	
hallway	about	known	RNAi	technology	

§  Nobel	Laureate	provides	a	lengthy	overview	of	
the	technology	

§  Junior	Scien,st	then	conceives	a	new	RNAi	
molecule	having	surprising	therapeu,c	value,	
and	files	a	patent	applica,on	claiming	same	

§  Nobel	Laureate	is	not	a	co-inventor	
	
	



Must	Correctly	Name	Inventors	
	
§  Must	iden,fy	all	inventors	
§  May	not	omit	an	inventor	
§  May	not	add	a	non-inventor			



Incorrect	Inventorship	

§  Incorrectly	named	inventorship	invalidates	a	
patent	

§  Naming	errors	can	be	corrected	
§  But,	if	there	is	decep,ve	intent,	there	is	at	least	a	
chance	that	patent	can	s,ll	be	held	
“unenforceable”			

		



Incorrect	Inventorship	

Incorrect	inventorship	can	have	serious	
consequences	
§  Change	in	the	patentee’s	commercial	posi,on		
§  Charges	of	fraud,	contract	breach,	the`	and	
others	

		



Change	in	Commercial	Position	

	Example	-	Ethicon	v.	U.S.	Surgical		
	
§  Yoon	was	the	sole	named	inventor	on	a	patent,	
which	he	licensed	to	Ethicon	

§  Ethicon	sued	U.S.	Surgical	for	infringement	of	the	
patent	

§  Choi,	an	omifed	inventor,	was	added	to	the	
patent	as	a	co-inventor	and	licensed	his	patent	
rights	to	U.S.	Surgical		

§  The	infringement	suit	was	dismissed	



Fraud	and	Other	Charges		
	Example	–	Chou	v.	University	of	Chicago	

§  Chou	performed	research	as	a	graduate	student	and	
post	doc,	and	suggested	to	her	PI	that	the	resul,ng	
technology	be	patented	

§  Her	PI	declined	
§  Without	informing	her,	her	PI	had	already	filed	a	

patent	applica,on	on	an	inven,on	related	to	Choi’s	
technology,	naming	himself	as	the	sole	inventor	

§  Her	PI	and	the	university	licensed	it	and	earned	
royal,es		



Fraud	and	Other	Charges		

§  Chou	sued	to	have	herself	added	to	the	patent	as	
an	omifed	inventor	

§  She	also	sued	her	PI	and	the	university	for		
ú  Fraudulent	concealment	
ú  Breach	of	fiduciary	duty	
ú  Unjust	enrichment	
ú  Breach	of	contract	

	



CRISPR-Cas9	

§  Revolu,onary	gene	edi,ng	technology	–	a	
solu,on	in	search	of	problems	

§  Subject	of	two	independent	patent	filings		
ú  By	U.	of	California	(Doudna)/U.	of	Vienna	
ú  By	Broad/MIT	(Zhang)	

§  What	is	the	“fight”	about?	



What	is	an	Interference?	

§  Inventorship	contest	between	a	patent	
applica,on	and	another	applica,on	or	patent	
claiming	the	same	inven,on	

§  Conducted	by	the	Patent	Office	for	patents	filed	
before	March	16,	2013	under	the	“first	to	invent”	
system	(now	replaced	by	the	“first	to	file”	
system)	



What	is	an	Interference?	

§  To	prevail,	a	party	must	prove	that	it	first	
invented	the	commonly	claimed	inven,on	

§  Relevant	factors	include		
ú  Dates	of	concep,on	
ú  Patent	filing	dates	(“construc,ve”	reduc,on	to	
prac,ce)	

ú  Dates	of	“actual”	reduc,on	to	prac,ce	
ú  Diligence	in	reducing	inven,ons	to	prac,ce	



CRISPR-Cas9	Patents	

§  Doudna	Applica,on	–	May	25,	2012	priority	via	
“provisional”	(non-public)	applica,on	

§  Zhang	Patents	(10)	–	December	12,	2012	priority	
via	“provisional”	(non-public)	applica,on	

	



CRISPR-Cas9	Patents	
§  U.	of	California	/	U.	of	Vienna	filed	“Sugges,on	of	
Interference”	on	April	13,	2015	

§  Interference	not	yet	declared	by	Patent	Office	
§  Once	declared,	Broad/MIT	would		

ú  Be	the	“junior”	party	given	its	later	priority	
date	

ú  Have	a	high	burden	of	proving	earlier	inven,on	
§  Once	declared,	interference	may	take	up	to	two	
years	to	complete,	and	will	likely	be	appealed	
a`erward	given	its	importance	
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