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The concept of federalism seldom enters 
the realm of patent law. On rare occasion, 
state law collides with the powers of the 
federal courts concerning patents, and 
the US Supreme Court must intervene. 
Gunn v Minton, 133 S Ct 1059 (2013), is 
such a case.

US states have long maintained standards 
of conduct for their attorneys. This includes, 
among other things, hearing malpractice cases 
when those standards are not met. 

The federal government, on the other 
hand, has exclusive domain over creating and 
enforcing the patent laws. Under 28 USC 
§1338(a), “district courts shall have original 
jurisdiction of any civil action arising under 
any Act of Congress relating to patents,… 
No State court shall have jurisdiction over 
any claim for relief arising under any Act of 
Congress relating to patents, …”

In the context of section §1338(a), what 
exactly is meant by a civil action “arising 
under” the patent law, and thus, what venue 
is appropriate for a legal malpractice action 
when the alleged malpractice involves a matter 
of patent law?

On 20 February 2013, the Supreme 
Court answered these questions. In Gunn, 
the court unanimously held that a state 
law claim alleging legal malpractice in the 
handling of a patent case need not be 
brought in federal court.

The patent suit
Minton developed a system for facilitating 
securities trading. Minton leased this system, 

known as “Texcen”, to the securities brokerage 
RM Stark & Co. Over a year later, Minton filed 
a patent application for a trading system based 
on Texcen, and ultimately received a US patent.

Minton sued the National Association 
of Securities Dealers, Inc (NASD) and the 
NASDAQ Stock Market, Inc in federal district 
court for infringing his patent. The district 
court declared Minton’s patent invalid under 
the on-sale bar (35 USC §102(b)), which bars 
patenting an invention that was on sale in the 
US more than one year prior to the patent’s 
filing date. 

Thereafter, Minton moved for 
reconsideration. Minton argued, for the first 
time, that at the time of the lease, Texcen 
was still in the testing stage, and that the 
lease was therefore within the experimental 
use exemption from the on-sale bar. Minton’s 
motion for reconsideration failed since he had 
waived his experimental use argument by not 
raising it earlier. The US Court of Appeals for 
the Federal Circuit affirmed the district court’s 
ruling on the motion.

Minton blamed his loss before the district 
court on his attorneys, Gunn, et al, who did 
not timely raise the experimental use defence.

The malpractice suit in Texas
Minton sued his former attorneys in Texas 
state court for legal malpractice. He lost, with 
the court ruling that the Stark lease was not 
for an experimental use, and that Minton’s 
infringement claims still would have failed had 
that defence been timely raised.

Minton appealed to the Texas Courts 
of Appeals. On appeal, he raised the very 
argument addressed by the Gunn decision. 
That is, according to Minton, “[b]ecause 
[the] legal malpractice claim was based on 
an alleged error in a patent case, it ‘aris[es] 
under’ federal patent law for purposes of 28 
USC §1338(a). And because, under §1338(a), 
‘[n]o State court shall have jurisdiction over 
any claim for relief arising under any Act 
of Congress relating to patents,’ the Texas 
court – where Minton had originally brought 
his malpractice claim – lacked subject matter 
jurisdiction to decide the case.”1
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The Texas Courts of Appeals rejected 
this argument. The Supreme Court of Texas, 
however, reversed and held that the Texas 
state court lacked subject matter jurisdiction. 
Both the Court of Appeals and Supreme Court 
of Texas applied, albeit differently, the test 
set forth in the US Supreme Court decision 
Grable & Sons Metal Products, Inc v Darue 
Engineering & Mfg, 545 US 308, 314 (2005). 

The Supreme Court’s analysis  
in Gunn
There are two ways under which a case can 
arise under federal law. The first and most 
common way is where federal law actually 
creates the asserted claim. The second way is 
where a case falls under a “special and small 
category”2 in which federal jurisdiction is 
appropriate despite a claim originating under 
state law. 

The court characterised Grable as “an 
effort to bring some order to this unruly 
doctrine”3 of jurisdiction by condensing its 
prior cases into a single inquiry. That inquiry, 
according to the court’s paraphrasing, is as 
follows: “federal jurisdiction over a state law 
claim will lie if a federal issue is: (1) necessarily 
raised, (2) actually disputed, (3) substantial, 
and (4) capable of resolution in federal court 
without disrupting the federal-state balance 
approved by Congress.”4 

When applying the Grable inquiry to 
Minton’s malpractice claim, the court found 
that it did not arise under the federal patent 
law. 

The court answered the first question of 
the Grable test in the affirmative. It found that 
a federal patent question was necessary to 
Minton’s malpractice case, in order to show 
that he would have won his infringement case 
but for his attorneys’ alleged negligence in not 
timely raising the experimental use defence. 
In that regard, the patent question is a case 
within the malpractice case. 

The court also found an actual dispute 
regarding the federal issue of whether the 
experimental use exemption would have 
saved his patent from invalidity under the on-
sale bar.

That federal issue, however, is not 
substantial. The outcome of Minton’s 
experimental use question is unimportant 
to the federal system, even if it is important 
to Minton’s case. The court stressed that the 
federal question in Minton’s case was merely 
hypothetical – would Minton’s infringement 
proceeding have ended differently had his 
lawyers timely raised the experimental use 
defence? An affirmative answer to this 
question would not have resurrected Minton’s 
now invalid patent, nor would an answer 
of any sort have affected federal patent 

jurisprudence generally.
Similarly, the court found that allowing 

state courts to hear cases such as Minton’s 
would not disturb the balance between state 
and federal judicial responsibilities. These 
cases are not “actual patent cases”5 as the 
court bluntly observed, and their adjudication 
by state courts would not create binding 
precedent for federal courts or otherwise 
encroach on federal courts’ unique role in 
shaping patent law.

Gunn’s impact
Malpractice cases stem from errors in patent 
prosecution and litigation alike. They result 
from acts such as drafting poor patent claims, 
abandoning a patent by failing to pay a 
maintenance fee, deceiving a client as to the 
status of patent prosecution or litigation, failing 
to properly develop arguments during patent 
litigation, violating a court order, or engaging 
in abusive litigation tactics. For those hoping to 
litigate patent malpractice claims in a federal 
court, the Gunn court sets a high bar with its 
four-question inquiry. Unless each of these four 
questions is answered in the affirmative for a 
given malpractice case, it is a state court which 
will hear the case and address the underlying 
patent issue. Of course, it remains to be seen 

how consistently, or inconsistently, state courts 
handle the patent components of malpractice 
cases. 

In Gunn, the Supreme Court clarified 
where a malpractice claim may be heard 
when its adjudication requires answering a 
patent-related question. As the court said in 
no uncertain terms, “state legal malpractice 
claims based on underlying patent matters will 
rarely, if ever, arise under federal patent law for 
purposes of §1338(a).”6 

Footnotes
1. Gunn, at 1063.
2.  Gunn, at 1064, quoting Empire HealthChoice 

Assurance, Inc v McVeigh, 547 US 677, 699 
(2006). 

3. Gunn at 1065. 
4. id at 1069. 
5. id at 1067. 
6. id at 1065
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